United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/759.079 



FILING DATE 



01/19/2004 



FIRST NAMED INVENTOR 



Robert G. Arsenault 



20991 7590 12/09/2009 

THE DIRECTV GROUP, INC. 

PATENT DOCKET ADMINISTRATION 

CA/LA1 /A109 

2230 E. IMPERIAL HIGHWAY 

EL SEGUNDO, CA 90245 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



CHIN, RICKY 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/759,679 


Applicant(s) 

ARSENAULT ET AL. 


Examiner 
RICKY CHIN 


Art Unit 

2423 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 21 September 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 20-22,44-46 and 48-57 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 20-22.44-46 and 48-57 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

El Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20091 204 



Application/Control Number: 1 0/759,679 Page 2 

Art Unit: 2423 

DETAILED ACTION 

1 . In view of the Appeal Brief filed on 21 September 2009, PROSECUTION 
IS HEREBY REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of 
the following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a 
reply under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 
followed by an appeal brief under 37 CFR 41 .37. The previously paid notice of 
appeal fee and appeal brief fee can be applied to the new appeal. If, however, 
the appeal fees set forth in 37 CFR 41 .20 have been increased since they were 
previously paid, then appellant must pay the difference between the increased 
fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening 
prosecution by signing below: 

/Andrew Y Koenig/ 

Supervisory Patent Examiner, Art Unit 2423. 
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Response to Arguments 

2. Applicant's arguments filed September 21 , 2009 have been considered but 
are moot in view of the new ground(s) of rejection(s). 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent; or (2) a patent granted on an application for patent 
by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351 (a) shall have the effects for the 
purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the 
English. 

4. Claims 20-21 , 44-45, 48, and 50-52 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Sie, US 7,240,359. 

Regarding claim 20, Sie teaches of a method of storing a video program in 
response to a user demand wherein the video program is repeatedly transmitted 
on one of a plurality of channels (See Figs. 9A and 10A; and col. 16 lines 14-43 
which discloses storing a repeatedly transmitted program on one of a plurality of 
channels according to a user command/selection), each repeated transmission 
separated in time from a preceding transmission of the video program by a 
retransmission interval and being transmitted on a different channel than the 
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previous transmission (See Fig.9A and col. 16 lines 28-43), the method 
comprising the steps of: 

selecting at least one of a plurality of video programs (See col. 6 lines 20-25 
which discloses selecting a channel for display; and col. 16 lines 14-25 which 
discloses an NVOD program); and 

receiving a plurality of time segments of the selected video program in 
parallel, wherein each of the time segments is received on a different one of the 
channels (See col. 16 lines 35-43 which discloses of retrieving the entire NVOD 
program from a number of digital channels simultaneously such that if the start 
times were staggered by fifteen minutes, it would only take fifteen minutes to 
retrieve the remainder of the NVOD program. Thus, a plurality of time segments 
is retrieved in parallel on a different one of the channels). 

Regarding claim 21 , Sie teaches all of the claim limitations of the method of 
Claim 20, further he teaches of wherein the time segments of the selected video 
program are staggered in time by the retransmission interval (See col. 16 lines 
35-43 which discloses staggered times and retransmission interval of fifteen 
minutes as to be able to retrieve the NVOD program in fifteen minutes by 
retrieving from a number of digital channels simultaneously). 

Regarding claims 44 and 45, the claims have been analyzed and rejected 
for the same reasons set forth in the rejections of claims 20 and 21 . Moreover, 
Sie discloses a means for selecting and a means for receiving (See col. 7 lines 1- 
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45 and col. 14 lines 9-40 which discloses a remote control for selecting the 
channel and a set-top box/tuner for receiving and decoding the channels for 
NVOD). 

Regarding claims 48 and 50, the claim has been analyzed and rejected for 
the same reasons set forth in the rejection of claims 20 and 44. Furthermore, Sie 
teaches of a storage device, for pre-storing a first segment of the selected video 
program (See col. 14 lines 43- col. 15 lines 3-10), and for storing subsequent 
segments of the selected video program in parallel while retrieving the pre-stored 
first segment of the selected video program (See col. 16 lines 13-43 which 
discloses storing the remaining portions before the user will need it and retrieving 
the remainder of the NVOD program by retrieving from a number of digital 
channels simultaneously. Thus, the subsequent segments are stored in parallel 
while the first segment is being retrieved). 

Regarding claim 51 , the claim has been analyzed and rejected for the same 
reasons set forth in claim 21 . 

Regarding claim 52, Sie teaches of a method of pre-storing a video program 
to be later provided in response to a user demand (See col. 16 lines 43-45 which 
disclose that the program can be stored for later retrieval ),wherein the video 
program is repeatedly transmitted on one of a plurality of channels(See Figs. 9A 
and Fig. 10A and col. 16 lines 14-43 which discloses storing a repeatedly 
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transmitted program on one of a plurality of channels according to a user 
command/selection), each repeated transmission temporally separated from a 
previous transmission by a retransmission interval and being transmitted on a 
different channel than the previous transmission (See Fig.9A and col. 16 lines 
28-43), the method comprising the steps of: 

receiving and storing a first segment of a selected video program in a local 
storage device before accepting a user to view the video program (See col. 14 
lines 43- col. 15 lines 3-10 which discloses that the portion pre-stored is stored 
locally before the program is requested), wherein a temporal length of the first 
segment is substantially equivalent to the retransmission interval (See col. 14 
lines 60-65 which discloses having more or less channels with more or less pre- 
storage relevant to the stagger time); and 

wherein portions of the first segment are received and stored on the plurality 
of channels in parallel (See col. 16 lines 35-47) which discloses of retrieving the 
entire NVOD program from a number of digital channels simultaneously such that 
if the start times were staggered by fifteen minutes, it would only take fifteen 
minutes to retrieve the remainder of the NVOD program. Furthermore, it is stated 
that the program can be stored for later retrieval, thus the first segment that is 
pre-stored may be construed as the entire program stored for later retrieval by 
the plurality of channels in parallel since the time of retransmission interval is not 
stated. Hence, the portions and time segments of the first segment (the entire 
selected video program) is received and stored on the plurality of channels in 
parallel as described in the analysis of claims 20 and 44. 



Application/Control Number: 10/759,679 
Art Unit: 2423 



Page 7 



Claim Rejections - 35 (JSC §103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 22 and 46 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Sie et al., US 7,240,359 in further view of Reynolds et al., US 
6,934,963. 

Regarding claims 22 and 46, Sie teaches all of the claim limitations of 
claims 20 and 44. Sie further teaches of selecting a second video program for 
real time reception (See Fig.12B and col. 18 lines 38-47 which discloses of a set- 
top box composing of multiple tuners such that a number of channels may be 
tuned to for recording). Sie does not explicitly teach of wherein the selected 
second video program is received in real time while receiving the plurality of time 
segments of the selected at least one of a plurality of video programs in parallel. 

However, in the same field in endeavor, Reynolds teaches a system for 
simultaneous watch and record of programs from multiple channels (See col. 20 
lines 40-43) which would meet the limitation of selecting and receiving a second 
program. Therefore, it would have been obvious of one of ordinary skill in the art 
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to have modified the teachings of Sie with that of Reynolds for the benefit of the 
viewer being able to watch other programs that they do not have the option of 
watching in the future and to be able to watch programs while recording 
simultaneously. 

7. Claims 49 and 53-57 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sie et al., US 7,240,359 in further view of Okura et al., US 
6,487,722. 

Regarding claim 49, Sie teaches all of the claim limitations of claim 48. Sie 
does not explicitly teach of a memory for storing a program guide having an entry 
for each of the video programs or of a processor coupled to the input device and 
tuner, and the memory, for scanning the program guide for a VOD service 
indicator, and for identifying the video program associated with the VOD service 
indicator as the selected video program. 

However, in the same field of endeavor, Okura teaches of an EPG system 
wherein the EPG is stored in memory (See Fig. 2, 51 which discloses an EPG 
data memory). The processor 44 is also coupled to the input device 61 , tuner 41 
and memory 50-53 for scanning a guide for a VOD service indicator and for 
identifying the video program associated with the VOD service indicator as the 
selected video program (See col. 10 lines 13-52, which discloses that the CPU 
judges where the EPG data includes a program flag and reads out the 
corresponding symbol data which is then outputted to the OSD control section). 
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Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have combined the teachings of Sie to incorporate a 
memory for storing a program guide having an entry for each of the video 
programs or of a processor coupled to the input device and tuner, and the 
memory, for scanning the program guide for a VOD service indicator, and for 
identifying the video program associated with the VOD service indicator as the 
selected video program as taught by Okura for the benefit of providing viewers 
quickly and reliably with information that characterizes each program with a more 
visual convenience. 

Regarding claim 53, Sie teaches all of the claim limitations of claim 52. Sie 
does not explicitly teach of scanning a program guide having an entry for each of 
the video programs for a VOD service indicator and identifying a video program 
associated with the VOD service indicator as the selected video program. Okura 
teaches of an EPG system (see rejection set forth in claim 49), which discloses 
these features. 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have combined the teachings of Sie to incorporate 
scanning a program guide having an entry for each of the video programs for a 
VOD service indicator and identifying a video program associated with the VOD 
service indicator as the selected video program as taught by Okura for the 
benefit of providing viewers quickly and reliably with information that 
characterizes each program with a more visual convenience. 
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Regarding claim 54, Sie teaches all of the claim limitations of claim 52. Sie 
does not explicitly teach of accepting a selection of at least one of the video 
programs for VOD service; and associating the VOD indicator with the entry of 
each video program selected for VOD service. Okura teaches of an EPG system 
(see rejection set forth in claim 49), which clearly discloses these features. 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have combined the teachings of Sie to incorporate 
accepting a selection of at least one of the video programs for VOD service; and 
associating the VOD indicator with the entry of each video program selected for 
VOD service as taught by Okura for the benefit of providing viewers quickly and 
reliably with information that characterizes each program with a more visual 
convenience. 

Regarding claim 55, Sie teaches all of the claim limitations of claim 52. 
Sie does not explicitly teach of scanning a program guide having an entry for 
each of the video programs to identify at least one video program scheduled to 
be repeatedly transmitted on one of the plurality of channels. 

However, in the same field of endeavor, Okura teaches of scanning a 
program guide that discloses this feature (See col. 11 lines 47-53, which 
discloses that a program flag is transmitted to display the symbol "Last" of 
NVOD). 
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Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have combined the teachings of Sie to incorporate 
scanning a program guide having an entry for each of the video programs to 
identify at least one video program scheduled to be repeatedly transmitted on 
one of the plurality of channels as taught by Okura for the benefit of providing 
viewers quickly and reliably with information that characterizes each program 
with a more visual convenience. 

Regarding claims 56-57, the combination of Sie and Okura teaches all of 
the claim limitations of claim 55. The combination further teaches of wherein the 
video program information comprises a title (See Okura, col. 10 lines 65-57, 
which discloses that it is judged whether titles have been rendered in all the 
display areas). Okura also teaches of wherein the video program information 
comprises a unique identifier (See col. 11 lines 24-31, which discloses several 
different unique identifiers). 

Contact 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Ricky Chin whose telephone number is 571- 
270-3753. The examiner can normally be reached on M-F 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Andrew Koenig can be reached on 571-272-7296. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



/Ricky Chin/ 

Patent Examiner 

AU 2423 

(571 ) 270-3753 

Ricky.Chin@uspto.gov 

/Andrew Y Koenig/ 

Supervisory Patent Examiner, Art Unit 2423 



